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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF VIRGINIA
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GoSMILE, Inc., a Corporation of Delaware Civil Action No. }, X MR&M A
Plaintiff, i / TR

V.

Jon W. Dudas, Under Secretary of
Commerce for Intellectual Property and
Director of the U.S. Patent and Trademark
Office,

Defendant.

ACTION FOR REVIEW OF FINAL DECISION OF U.S. PATENT AND
TRADEMARK OFFICE TRADEMARK TRIAL AND APPEAL BOARD UNDER
15 US.C. § 1071(b)

I. INTRODUCTION

1. In this Civil Action, GoSMILE, Inc. (GoSMILE) requests review and reversal of the
final decision dated January 20, 20006, of the Trademark Trial and Appeal Board (TTAB) of the
U.S. Patent and Trademark Office (USPTO) in U.S. Trademark application Serial No.
76/518,244, for the mark “GOSMILE PM” (the mark) for goods in International Class 3 of the
USPTO Trademark Classification Schedule.

2. This Civil Action is filed pursuant to Section 21(b) of the Lanham Act, 15 U.S.C. §
1071(b). Pursuant to 15 U.S.C. § 1071(b), the deadline for filing this Civil Action is 60 days

from the date of the final decision of the TTAB. Accordingly, this filing is timely.
II. THE PARTIES

3. The Plaintiff is GoSMILE, Inc. (GoSMILE), a corporation of Delaware, having a
place of business at 110 East 42™ Street, Suite 1100, New York, NY 10017.
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4. The Defendant is the Under Secretary of Commerce for Intellectual Property and
Director of the USPTO, a United States Government agency. He is sued in that capacity. The
USPTO is physically located at 401 Dulany Street, Alexandria, VA 22314, within this District.
The USPTO’s mailing address is P.O. Box 1451, Alexandria, VA 22313-1451, also within this
District.

1. JURISDICTION AND VENUE

5. This Court has jurisdiction over this Civil Action pursuant to 28 U.S.C. § 1331

(Federal question) and 15 U.S.C. § 1071(b).

6. This Court has venue over this Civil Action pursuant to 28 U.S.C. § 1391(e)(1)(2) in
that the Federal agency is located within this District and a substantial part of the events giving

rise to the claim occurred in this District.

IV. FACTUAL BACKGROUND

7. On May 29, 2003, GoSMILE filed application Serial No. 76/518,244 (the
application) setting forth a bona-fide intent to use the mark “GOSMILE PM” for “toothpaste
marketed and sold in high end retail department stores as well as in spas, salons, resorts, doctors’

offices, dentists’ offices and high end hotels, in International Class 3.”

8. In the application as originally filed, GoSMILE identified its prior Registration No.
2,566,285 for “GO SMILE” covering a tooth whitening system comprised of peroxide gels in
International Class 3. GoSMILE’s Registration No. 2,566,285 was originally filed in the name of
“Jonathan Levine” as a sole proprietor. It was assigned to GoSMILE herein in an Assignment
dated December 10, 2003, and recorded in the records of the USPTO at Reel 002892, beginning
at Frame 0509, on December 16, 2003.

9. During the course of the prosecution of the application, the only Amendment that

was entered was a disclaimer of “PM” apart from the mark as shown. This disclaimer was



entered in response to the explanation made by the Examining Attorney, in an Office Action
mailed November 6, 2003, that “The wording is merely descriptive because it identifies the

period of use of the toothpaste - in the evening and afternoon hours or in the PM.”

10. On July 23, 2004, the Examining Attorney mailed a Final Refusal alleging that the
mark “GOSMILE PM” would create a likelihood of confusion with the mark “P.M.” as set forth
in U.S. Registration No. 2,574,192.

11. In support of registration of the mark, GoSMILE presented evidence of third party
use of “PM” and “P.M.” in an effort to demonstrate the relative weakness of those expressions

and therefore to support registrability. In its final decision, the TTAB disregarded this evidence.

12. An Oral Hearing before the TTAB was conducted on September 20, 2005. During

. the course of the Hearing, GoSMILE brought to the attention of the TTAB their own precedential
decision in Knight Textile Corp. v. Jones Investment Co., Inc., 75 USPQ 2d 1313 (TTAB 2005).
The TTAB’s decision in Knight Textile was published after all briefing had been concluded
before the TTAB. GoSMILE believes the Knight Textile case is substantially “on all fours” with
the circumstances of GoSMILE’s application for registration of the mark. In its final decision,
the TTAB did not cite or distinguish its decision from Knight Textile. On January 20, 2006, the
TTAB rendered its final decision affirming the Examining Attorney’s refusal to register the

mark.

13. Although the application was filed pursuant to Section 2(b) of the Lanham Act, 15
U.S.C. § 1051(b), based upon a bona-fide intent to use the mark, the mark is now in use in

interstate commerce.
VY. SOLE COUNT. INAPPROPRIATE REFUSAL TO REGISTER

14. Inrefusing registration, the USPTO failed to fully consider evidence GoSMILE

presented during the course of prosecution of the application in support of registration.



15. Inrefusing registration, the USPTO failed to follow the TTAB’s precedential

decisions and those of Federal Courts.

16. In support of registration, GoSMILE wishes to present to this Court additional

documentary and testimony-based evidence,
WHEREFORE, GoSMILE prays that this Court will:

(1) consider the evidence GoSMILE presented during the course of the prosecution of

the application before the USPTO,;
(2) consider additional evidence GoSMILE shall present herein; and
(3) take into account Federal Court and TTAB precedents, and, in light thereof:

(4) enter an Order reversing the decision of the TTAB and directing the USPTO to
publish the application for opposition in accordance with the rules and regulations of the

USPTO.

(5) GoSMILE requests that the Court grant such other relief as the Court deems just and

appropriate.

Respectfully submitted,

H. JAY SPIEGEL & ASSOCIATES

H. JAY SPIEGEL & ASSOCIATES

P.O. Box 11 .
Mount Vernon, Virginia 22121 H. Jay Spiegel, EDVA No. 10419
(703) 619-0101 - Phone VA State Bar No. 20647

(703) 619-0110 - Facsimile Counsel to Plaintiff

GoSMILE, Inc.
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