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KINSELLA WEITZMAN ISER KUMP & ALDISERT LLP

LAWRENCE Y. ISER (SBN 094611)
liser@kwikalaw.com

C R. FITZGERALD (SBN 217551)
cfitzgerald@kwikalaw.com

808 Wilshire Boulevard, 3rd Floor

Santa Monica, California 90401

Telephone: 310.566.9800

Facsimile: 310.566.9850

Attorneys for Plaintiff MATTEL, INC.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA, WESTERN DIVISION

MATTEL, INC., a Delaware
corporation,

Plaintiff,
VS.

UMG RECORDINGS, INC., a
Delaware corporation,

Defendant.
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APPEAL BOARD
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DEMAND FOR TRIAL BY JURY
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Plaintiff Mattel, Inc. (“Plaintiff” or “Mattel”) alleges as follows:
JURISDICTION AND VENUE
1. This action arises under the Lanham Act Section 21, 15 U.S.C. §
1071(b). This Court has jurisdiction under 28 U.S.C. §§1331 and 1338.
2. Venue in this Judicial District is proper under 28 U.S.C. § 1391(b) in

that (1) a defendant resides in this Judicial District and all defendants reside in
California, and (2) a substantial part of the events on which the claims are based
occurred in this Judicial District.

THE PARTIES

3. Plaintiff Mattel is a corporation organized and existing under the laws
of the State of Delaware, with its principal place of business located in the Sate of
California.

4. Mattel is informed and believes, and based thereon alleges, that
Defendant UMG Recordings, Inc. (“UMG”) is a corporation organized and existing
under the laws of the State of Delaware, with its principal place of business located
in the State of California.

CLAIM FOR RELIEF (APPEAL FROM TTAB DECISION)

5. By this action, Mattel appeals the ruling of the Trademark Trial and
Appeal Board (“TTAB”) of the United States Patent and Trademark Office (“PTO”)
in Opposition No. 91176791, dated September 30, 2011. This appeal to this Court is
authorized by 15 U.S.C. § 1071(b) and 37 C.F.R. § 2.145(c), which provide that an

applicant to register a trademark who is dissatisfied with the decision of the TTAB
may “have remedy by a civil action[.]”

6. On November 10, 2005, Mattel filed an intent-to-use application to
register the trademark MOTOWN METAL in International Class 28 for use in
connection with “toys, games and playthings, namely toy vehicles and accessories
therefor” (the “Application”). The PTO examined the Application and published the
Application for opposition on December 12, 2006.
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7. UMG filed a Notice of Opposition with the TTAB on or about April
11,2007 and an Amended Notice of Opposition on or about May 29, 2007 (the
“Opposition”). UMG’s Opposition alleged that registration of the mark MOTOWN
METAL would cause a likelihood of confusion with UMG’s mark MOTOWN and
would dilute its MOTOWN mark. Mattel filed an Answer and Counterclaim on July
5, 2007 denying UMG’s material claims in the Opposition and asserting affirmative
defenses of no likelihood of confusion, no likelihood of dilution, that “Motown” is
geographically descriptive, that UMG has no registrations for the mark MOTOWN
in Class 28 for toys, and unclean hands. Mattel’s Counterclaim sought to limit or
restrict UMG’s registrations to prohibit any registration of MOTOWN in Class 28.

8. The TTAB received briefing by the parties, heard oral argument on
January 20, 2011, and issued its decision on September 30, 2011 (the “Decision”).
The Decision sustained the Opposition on the grounds of likelihood of confusion
and dilution and refused registration of the MOTOWN METAL mark. The
Decision denied Mattel’s Counterclaim.

9. Mattel, as the losing party in the Decision, is dissatisfied with the
Decision and hereby appeals the Decision by civil action in this Court pursuant to 15
U.S.C. § 1071(b)(1) and hereby requests a trial de novo.

PRAYER FOR RELIEF
WHEREFORE, Plaintiff prays for judgment against Defendant as follows:

1. For an order reversing the Decision;

2. For an order that Mattel is entitled to registration of MOTOWN
METAL on the Principal Register of the PTO;

3. Alternately, for an order , pursuant to Mattel’s Counterclaim, that UMG
is prohibited from registering the MOTOWN mark in Class 28 for toys, games or
playthings; and
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For such other and further relief as the issues in this proceeding require.

DATED: November 28, 2011 KINSELLA WEITZMAN ISKR KUMP &

55040.00084/93224.1

ALDISER[ LLP

By:

Lawrente Y. Iser
Attorneys for Plaintiff MATTEL, INC.
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DEMAND FOR TRIAL BY JURY

Plaintiff hereby demands a trial by jury on issues so triable.

DATED: November 28, 2011

55040.00084/93224.1

KINSELLA|WEITZMAN ISERKKUMP &
ALDISERT|LL

Lawrence \Y . Iser
Attorneys for Plaintiff MATTEL, INC.
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DEFENDANTS

UMG Recordings,

I(a) PLAINTIFFS (Check box if you are representing yourself [ ])

Mattel, Inc. Inc.

(b) Attorneys (Firm Name, Address and Telephone Number. If you are representing
yourself, provide same.)

Lawrence Y. Iser

Kinsella Weitzman Iser Kump & Aldisert
808 Wilshire Boulevard

Third Floor
Santa Monica,

Attorneys (If Known)

Russell Frackman

Mitchell Silberberg & Knupp
11377 West Olympic Boulevard
Los Angeles, CA 90064

(310) 312-4000

CA 90401

(310) 566-9800
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Litigation Magistrate Judge
V. REQUESTED IN COMPLAINT: JURY DEMAND: (X] Yes [__] No (Check 'Yes' only if demanded in complaint.)

CLASS ACTION under FR.C.P.23: [ Yes (X] No

[ ] MONEY DEMANDED IN COMPLAINT: § _(

VI

15 U.S.C.
Trademark Office

CAUSE OF ACTION (Cite the U.S. Civil Statute under which you are filing and write a brief statement of cause. Do not cite jurisdictional statutes unless diversity.)

§1071(b) - Appeal from Trademark Trial and Appeal Board, U.S. Patent and
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VIII(a). IDENTICAL CASES: Has this action been previously filed inthis court and dismissed, remanded or closed? No |:| Yes
If yes, list case number(s):
VIII(b). RELATED CASES: Have any cases been previously filed in this court that are related to the present case? (X TNo [ | Yes

If yes, list case number(s):

Civil cases are deemed related if a previously filed case and the present case:

(Check all boxes that apply) - C| A. Arise from the same or closely related transactions, happenings, or events; or
E B. Call for determination of the same or substantially related or similar questions of law and fact; or
D C. For other reasons would entail substantial duplication of labor if heard by different judges; or

\:| D. Involve the same patent, trademark or copyright, and one of the factors identified above in a, b or ¢ also is present.

IX. VENUE: (When completing the following information, use an additional sheet if necessary.)
(a) List the County in this District; California County outside of this District; State if other than California; or Foreign Country, in which EACH named plaintiff resides.
Check here if the government, its agencies or employees is a named plaintiff. 1f this box is checked, go to item (b).

County in this District:* California County outside of this District; State, if other than California; or Foreign Country
Los Angeles

(b) List the County in this District, California County outside of this District; State if other than California; or Foreign Country, in which EACH named defendant resides.
Check here if the government, its agencies or employees is a named defendant. If this box is checked, go to item (c).

County in this District:* California County outside of this District; State, if other than California; or Foreign Country
Los Angeles

(c) List the County in this District, California County outside of this District; State if other than California; or Foreign Country, in which EACH claim arose.
Note: In land condemnation cases, use the location of the tract of land involved.

County in this District:* California County outside of this District; State, if other than California; or Foreign Country

Los Angeles /‘\

* Los Angeles, Orange, San Bernardino, Riverside, Ventura, Santy Barpara, or San Lujs Obispo Coun\ies
Note: In land condemnation cases, use the location of the tract of land jnvojved

X. SIGNATURE OF ATTORNEY (OR PRO PER): \_\ b’\_/\/d \_ Date _November 28, 2011
Notice to Counsel/Parties: The CV-71 (JS-44) Civil Cover Sheet and the information contained herein neither replace nor supplement the filing and service of pleadings

or other papers as required by law. This form, approved by the Judicial Conference of the United States in September 1974, is required pursuant to Local Rule 3-1 is not filed
but is used by the Clerk of the Court for the purpose of statistics, venue and initiating the civil docket sheet. (For more detailed instructions, see separate instructions sheet.)

Key to Statistical codes relating to Social Security Cases:

Nature of Suit Code Abbreviation Substantive Statement of Cause of Action

861 HIA All claims for health insurance benefits (Medicare) under Title 18, Part A, of the Social Security Act, as amended.
Also, include claims by hospitals, skilled nursing facilities, etc., for certification as providers of services under the
program. (42 U.S.C. 1935FF(b))

862 BL All claims for “Black Lung” benefits under Title 4, Part B, of the Federal Coal Mine Health and Safety Act of 1969.
(30 U.S.C. 923)

863 DIWC All claims filed by insured workers for disability insurance benefits under Title 2 of the Social Security Act, as
amended; plus all claims filed for child’s insurance benefits based on disability. (42 U.S.C. 405(g))

863 DIWW All claims filed for widows or widowers insurance benefits based on disability under Title 2 of the Social Security
Act, as amended. (42 U.S.C. 405(g))

864 SSID All claims for supplemental security income payments based upon disability filed under Title 16 of the Social Security
Act, as amended.

865 RSI All claims for retirement (old age) and survivors benefits under Title 2 of the Social Security Act, as amended. (42
U.S.C.(g)
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